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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claim 23 is rejected under 35 U.S.C. 102(b) as being anticipated by Syrjala (WO 
01/91445, hereinafter WO'445). 

3. WO'445 teaches a method for arranging billing comprising a first layer and a second 
layer (page 4, line 32-33), both are capable of transmitting service (page 1, line 26-31), the 
network node transmits a first piece of information to first layer charging function indicating first 
layer charging data being attended by second layer charging function, where CSE_T has a 
database containing the first piece of information (page 10, line 33-page 11, line 2). The database 
transmits the information to CSE_T as needed because the first piece of information is located 
within the database. 

Claim Rejections - 35 USC §103 
1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



Application/Control Number: 10/534,256 Page 3 

Art Unit: 2634 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

3. Claims 1, 4, 7-10, 17, 19, 21, and 24-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO'445) in view of Fabritius et al. (US Patent 6,345,182, hereinafter 
Fabritius). 

4. Regarding claims 1 and 19, WO'445 teaches a method for arranging billing comprising a 
first layer and a second layer (page 4, line 32-33), both are capable of transmitting service (page 
1, line 26-31); a first network service control function CSE T (first layer charging function) 
(page 6, line 14-15); a second network service control function CSE_A (second layer charging 
function) (page 8, line 9-10); a network node collecting charging data on the first layer (page 9, 
line 13-14); the method comprising: 

receiving a first piece of information indicating that the first layer charging data are 
attended to by the second layer charging function by detecting that CSE_A is 
responsible for the prepaid account of the prepaid subscription (page 10, line 33-35) 
(detection does not contain charging data); and 

transmitting to the CSCF (network node) in response to the first piece of information 
instruction that tariff (charging data) are to be transmitted to the second layer 
charging function (CSE_A) (page 11, line 8-10). 
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5. WO '445 does not explicitly teach not to transmit charging data to the first layer charging 
function. Fabritius teaches charging method in a telecommunications system comprising a charge 
determination point is an external node (col. 2, line 43-44), and therefore the charging data is not 
transmitted to the first layer charging function. Fabritius further teaches that the method 
comprising transmitting charging information between different networks (col. 2, line 33-53). 
According to Applicant's specification, the layers are simply different networks such as "Packet 
Switched domain" and "IMS domain" (instant application, page 4, line 34-35), and hence the 
Fabritius reference is an analogous art. It would have been obvious to one having ordinary skill 
in the art at the time of the invention to combine the billing system taught by WO'445 with the 
external charging node taught by Fabritius to provide an external charge determination point to a 
mobile switching center acting as charging point for a call originating mobile terminal, as taught 
by Fabritius (col. 2, line 25-32). 

6. Regarding claim 7, WO'445 teaches all the limitations of claim 1 as applied above. 
WO'445 further teaches the billing method uses online charging (page 3, line 6-16). 

7. Regarding claims 8 and 9, WO'445 teaches the first network is IP telephony network 
(application layer) (page 8, line 31-32) and the second network is access network (bearer) (page 
1, line 15-17). WO'455 further teaches CSE_T from the IP telephony network can be responsible 
for the charging (page 12, line 14-15), in which case, the access network will be the first network 
and the IP telephony network will be the second network. 

8. Regarding claims 4 and 21, WO'445 teaches a method for arranging billing comprising a 
first layer and a second layer (page 4, line 32-33), both are capable of transmitting service (page 
1, line 26-31); a first network service control function CSEA (first layer charging function) 
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(page 8, line 9-10); a second network service control function CSE T (second layer charging 
function) (page 6, line 14-15); a network node collecting charging data on the first layer (page 9, 
line 13-14); the method comprising: 

transmitting information instruction to network node that tariff (charging data) are to be 

transmitted to the first layer charging function (CSE_A) (page 1 1, line 8-10); and 
receiving a first piece of information indicating that the first layer charging data are 
attended to by the second layer charging function by detecting that CSEA is 
responsible for the prepaid account of the prepaid subscription (page 10, line 33-35) 
(detection does not contain charging data). 

9. WO '445 fails to teach ignoring charging data from the first layer in the first layer 
charging function. 

10. Fabritius teaches disregarding tariff information from external charge determination point 
(col. 2, line 50-51). It would have been obvious to one having ordinary skill in the art at the time 
of the invention to combine the billing system taught by WO'445 with the charging system 
taught by Fabritius so that when calls are belong to different class will not be charged (col. 2, 
line 50-52). 

11. Regarding claim 24, WO'445 teaches all the limitations of claim 1 as applied above. 
WO'445 further teaches the billing method uses online charging (page 3, line 6-16). 

12. Regarding claims 25 and 26, WO'445 teaches the first network is IP telephony network 
(application layer) (page 8, line 31-32) and the second network is access network (bearer) (page 
1, line 15-17). WO'455 further teaches CSE T from the IP telephony network can be responsible 
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for the charging (page 12, line 14-15), in which case, the access network will be the first network 
and the IP telephony network will be the second network. 

13. As of claim 10, WO'445 teaches a system for arranging billing comprising a first 
network (layer) and a second network (page 4, line 32-33), both are capable of transmitting 
service (page 1, line 26-31); 

a network node collecting charging data on the first layer (page 9, line 13-14); 

a billing domain comprising a first network service control function C3E T (first layer 
charging function) (page 6, line 14-15); a second network service control function 
CSE_A (second layer charging function) (page 8, line 9-10); 

the billing domain transmit information to first layer charging function indicating first 
layer charging data being attended by second layer charging function (page 10, line 
33-page 11, line 2), where a database transmits the information to CSEJT; 

receiving a first piece of information indicating that the first layer charging data are ( 
attended to by the second layer charging function by detecting that CSE_A is 
responsible for the prepaid account of the prepaid subscription (page 10, line 33-35) 
(detection does not contain charging data) and transmitting to the CSCF (network 
node) in response to the first piece of information instruction that tariff (charging 
data) are to be transmitted to the second layer charging function (CSE_A) (page 11, 
line 8-10). 

14. WO'445 does not explicitly teach the network node not to transmit charging data to the 
first layer charging function. Fabritius teaches charging method in a telecommunications system 
comprising a charge determination point is an external node (col. 2, line 43-44), and therefore the 
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charging data is not transmitted to the first layer charging function. It would have been obvious 
to one having ordinary skill in the art at the time of the invention to combine the billing system 
taught by WO'445 with the external charging node taught by Fabritius to provide an external 
charge determination point to a mobile switching center acting as charging point for a call 
originating mobile terminal, as taught by Fabritius (col. 2, line 25-32). 

15. Regarding claim 17, WO'445 teaches a common database from first and second layer 
charging functions maybe be used to store the first piece of information (page 11, line 2). The 
database is used to transmit the first piece of information to the first layer charging function. 

16. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over WO ? 445 in view 
of Fabritius as applied to claim 10 above, and further in view of Hayball et al. (US Patent 
6,356,627, hereinafter Hayball). 

17. WO'445 teaches many of the limitations of claim 10 as applied above. WO '445 further 
teaches sending the first piece of information to the first layer (page 11, line 8-10). WO'445 does 
not teach a correlation function. Hayball teaches a correlation function which correlates billing 
records from different call managers to provide a single consolidated record for each call (col. 
14, line 1-4). It would have been obvious to one having ordinary skill in the art at the time of the 
invention to use the correlation function as taught by Hayball in the multi networks charging 
functions taught by WO'445 so that a single record can be provided for each call. 

Allowable Subject Matter 

18. Claims 2, 11, and 16 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel Lai whose telephone number is (571) 270-1208. The 
examiner can normally be reached on Monday - Thursday, 9:00 a.m. - 4:00 p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Garber can be reached on (571) 272-2194. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERVISORY PATENT EXAMINER 



